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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on January 23, 2006 has been entered. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-2, 5-7, 15-18, and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kinrot et al (6,246,482). 




FIG.l FIG.6 
Regarding claims 1 and 15, Kinrot (Figs. 1 and 6) discloses an optical navigation device 
and corresponding method for determining relative motion between an optical navigation device 
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and a surface comprising a coherent light source 124 for illuminating a surface with a light beam 
at an angle of illumination with respect to the surface, a CCD array 122 that captures multiple 
two-dimensional images generated by specular reflection off the surface, and a processor 128 
that compares the multiple captured images and determines the two-dimensional translation the 
device undergoes during the capture of the reflection images. While the arrangement of the 
device in Fig. 6 does not show the angle of reflection of the light captured by the detector to be 
equal to the angle of incidence of light emitted by the light source, Fig. 1 shows a generic 
arrangement of a light source and detector in an optical navigation device that would allow for 
angle of reflection to be equal to the angle of incidence. 

As for claims 2 and 16, Kinrot discloses that light source 124 is a lighting source that is 
conventional to light pens; lasers are a lighting source conventional to light pens. 

As for claim 5, Kinrot discloses lens 123. 

As for claim 6, Kinrot discloses lens 123. As for the diffraction image, the lens will 
inherently image the diffraction pattern of the light reflected off the surface, because the surface, 
due to it not being perfectly smooth, will inherently generate some diffuse, scattered reflections 
off the surface, leading to the generation and subsequent imaging of a diffraction pattern. 

As for claims 7 and 20, because the surface of Kinrot is not totally smooth (such as paper, 
see column 25, line 6), the entirety of the surface does not lie in the nominal image plane of the 
detector. 

As for claim 17, Kinrot discloses CCD array 122. 

As for claim 18, the detector array of Kinrot will inherently generate a signal in response 
to the diffraction pattern of the light reflected off the surface, because the surface, due to it not 
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being perfectly smooth, will inherently generate some diffuse, scattered reflections off the 
surface, leading to the generation and subsequent detection of a diffraction pattern. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. . 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kinrot et al 
(6,246,482) as applied to claim 1 above, and further in view of Liess et al (6,707,027). 

As for claim 3, Kinrot discloses the claimed invention except for the use of a VCSEL as 
the light source. Liess discloses an optical navigation device (Fig. 18 in particular is a light pen) 
where the laser can be a VCSEL (Col. 7, lines 50-55). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to use a VCSEL as the 
light source of Kinrot as per Liess, the motivation being that, since VCSEL emits light vertically, 
it makes it a more efficient, compact light source for a small optical navigation device. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kinrot et al 
(6,246,482) as applied to claim 1 above, and further in view of Nahum et al (6,642,506). 

As for claim 4, Kinrot discloses the claimed invention except for the use of a CMOS 
imager as the detector array. Nahum discloses an optical navigation device where the array can 
be a CCD array or an array of CMOS light sensitive elements (Col. 6, lines 13-15). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to substitute a CMOS imager for the CCD array of Kinrot as per Nahum, the motivation 
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being that the Nahum disclosure shows the CMOS imager to be a functional equivalent of a CCD 
array in an optical navigation device. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 8-14 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 11-15 of copending Application 
No. 10/630,169, Although the conflicting claims are not identical, they are not patentably 
distinct from each other because a coherent light beam generating specular reflection interference 
images is merely a more specific variation of generating narrow bandwidth specular reflection 
images; a coherent light beam is simply a very narrow bandwidth light beam, while specular 
interference images are simply multiple specular reflection images; also, claim 15 of the 
copending application discloses that the narrow bandwidth specular reflection images comprise 



interference features. 
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As for the dependent claims, see claim 12 of the copending application for claim 9 of the 
instant application, see claim 13 of the copending application for claim 10 of the instant 
application, the detector array of claims 1 1 and 12 is inherent to the claimed device of the 
copending application, as without the array, the processor will have no images to convert, see 
claim 14 of the copending application for claim 13 of the instant application, and see claim 15 of 
the copending application for claim 14 of the instant application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Allowable Subject Matter 

Claim 19 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: 

As to claim 19, the prior art of record, taken either alone or in combination, fails to 
disclose or render obvious the ability of the processor to produce an output signal for controlling 
a positional pointer in conjunction with the method of claim 15, in combination with the rest of 
the limitations of claim 19. 

In the event that the double patenting rejection above is properly overcome, claims 
8-14 are allowable in view of the prior art 

The following is a statement of reasons for the indication of allowable subject matter: 

As to claim 8, the prior art of record, taken either alone or in combination, fails to 
disclose or render obvious a system for controlling a positional pointer on a video screen of a 



Application/Control Number: 10/680,525 Page 7 

Art Unit: 2877 

computer using a mouse to detect relative motion with respect to a surface, the system 
comprising means for generating coherent specular reflection interference images, each image 
specific to a specific portion of the surface over which the mouse moves, and means for 
converting the images into signals corresponding to relative motion between the mouse and the 
surface, in combination with the rest of the limitations of the above claim. 

For further reasoning, see the applicants' arguments dated January 23, 2006. In 
particular, the prior art lacks claimed the generation and conversion of specular reflection 
interference images with a mouse. 

Response to Arguments 
Applicant's arguments with respect to claims 1-7 and 15-20 have been considered but are 
moot in view of the new ground(s) of rejection as presented above. 

Applicants' arguments, see the response filed January 23, 2006, with respect to the 
rejection(s) of claim(s) 8-14 have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of the double patenting rejection as presented above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Pat: 3,881,819 to Hirabayashi, which discloses the conventionality of lasers being 
used as light sources for a light pen 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Lyons whose telephone number is 571-272-2420. 
The examiner can normally be reached on Monday through Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley can be reached on 571-272-2800 ext. 77. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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February 10, 2006 



